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DETAILED ACTION 

This is a non-final Office action. Claims originally withdrawn from prosecution 
have been rejoined in light of arguments presented by the applicant. See below for 
details. 

Election/Restrictions 

The applicant requests that claims 1-6 and 21-25 be examined because the 
embodiment of figure 5 includes one in which the sensor is mounted on the support via 
the restraint. The examiner agrees with this assessment of figure 5 and claims 1 , 4-6, 
21, 24, and 25 are no longer withdrawn and belong to the elected species. The 
applicant further argues that the embodiment of figure 5 includes a support having a 
surface for receiving at least a portion of the patient's limb. However, the embodiment 
of figures 5-7 does not include one in which the surface has a contour disclosed as 
generally corresponding to a portion of an arm or hand of the patients limb. Therefore, 
claims 2, 3, 22, and 23 remain withdrawn 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1,4-6, 21, 24, and 25 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. Claim 1 recites "upward 
facing surface upon which at least a portion of the patient's limb is rested". Claim 21 
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also recites, "an upward facing surface upon which at least a portion of the patient's 
limb is rested to support the limb". The human body and any part thereof is non- 
statutory subject matter which cannot be positively claimed. In order to overcome this 
rejection, for example, the recited limitation of claim 1 should be amended to read "an 
upward facing surface upon which at least a portion of the patient's limb is adapted to 
be rested". 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 7, 8, 12-16 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Claims 7 and 15 state that the support 
receives at least a portion of the limb to support the limb independent of the patient. 
However, the instant specification states that the support supports the limb, the limb 
being a portion of the patient. The specification therefore lacks written support for a 
support that receives a portion of the limb to support the limb independent of the patient, 
since any support of any portion of the patient must inherently be dependent upon the 
patient. 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 7, 8, 12-16 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. Claims 7 and 15 state that support is for 

receiving at least a portion of the limb to support the limb independent of the patient. 

However, it is unclear how a support can support the limb of the patient independent of 

the patient, when the limb is a portion of the patient. By supporting the limb, the support 

is inherently occurring dependent upon the patient. For the purpose of this examination 

only and to the best understanding of the examiner, the limitation" to support the limb 

independent of the patient to limit movement of the limb during the procedure 

regardless of movement of other portions of the patient" is being interpreted as "to 

support the limb during the procedure regardless of movement of the other portions of 

the patient". The applicant is required to amend the recited limitations in any case. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 7, 8, 12-16, 21, 24, and 25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent No. 6,516,289 to David. David teaches a support apparatus 
for restraining movement of at least a portion of a patient's limb. The apparatus 
comprises a support 12 for receiving at least a portion of the limb via a restraint 10 
mounted on the support. The support provides support to the limb regardless of 
movement of other portions of the patient. The restraint includes a sensor 30 adapted 
to communicate with the patient's limb for measuring a physiological parameter when 
the limb is received by the restraint (see entire document, especially fig. 3, 5; col. 3, 
lines4-37 of David). 

It is noted that the support 12 of David is fully capable of being hung from a 
location other than the neck of a user, wherein such an alternate location would not alter 
the ability of the apparatus as a whole to sense physiological parameters from a user 
whose arm is inserted into the glove/sleeve 10. Therefore the support of David is for 
supporting the limb regardless of movement of other portions of the patient. 

As to the limitation "during a procedure" the applicants should note that this is 
merely "intended use" language which cannot be relied upon to define over the prior art 
of record since David teaches all of the claimed structural elements and their recited 
relationships. The apparatus of David may certainly be used during a procedure, as 
claimed. 

Regarding claim 8, the sensor is an EKG sensor (see entire document, especially 
col. 3, lines 28-34 of David). 
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Regarding claim 12, the restraint comprises a glove adapted to receive at least a 
portion of a hand of the patient's limb (see entire document, especially fig. 2; col. 3, 
lines 8-10 of David). 

Regarding claims 13 and 15, the glove comprises a first portion adapted to 
receive at least a portion of a first digit of the hand and a second portion separate form 
the first portion adapted to receive at least a portion of a second digit (see entire 
document, especially figs. 2 & 3 of David). 

Regarding claims 14 and 16, the glove includes a sleeve adapted receive at least 
an arm of the limb and for measuring the physiological parameter on the arm (see entire 
document, especially figs. 2 & 3 of David). 

Regarding claims 21, 24, and 25, David teaches a support apparatus for 
supporting at least a portion of a patient' s limb during a procedure. The apparatus 
comprises a support 12 having an upward facing surface upon which at least a portion 
of the patient's limb is rested. A sensor 30 is mounted on the support via the restraint 
10 which is attached to the support 12. The sensor includes a measuring region facing 
away from the support surface for engaging the patient' limb when received by the 
support for measuring a physiological parameter of the patient, wherein the sensor 30 
contacts the skin of the arm placed in the restraint 10 (see entire document, especially 
figs. 3, 5; col. 3, lines 4-37 of David). Therefore, when the restraint and support are 
attached as shown in figure 5, the active surface of the sensor is facing away form the 
upward facing surface of the support 
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As to the language "during a procedure", the applicants should note that this is 
merely "intended use" language which cannot be relied upon to define over the prior art, 
since David, teaches all of the claimed structural limitations and their recited 
relationships. The apparatus of David is certainly capable of being used during a 
procedure as claimed. 

Regarding claim 24, a restraint member 10 is provided, wherein the restraint 10 
is capable of restraining movement of at least a portion of the patient's limb (see entire 
document, especially figs. 2 & 5 of David). 

Regarding claim 25, the sensor is an electrocardiograph sensor (see entire 
document, especially col. 3, lines 28-34 of David). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent No. 6,516,289 to David in view of US Patent NO. 4,889,1 31 to Salem et 
al. David teaches a support apparatus for supporting at least a portion of a patient' s 
limb during a procedure. The apparatus comprises a support 12 having an upward 
facing surface upon which at least a portion of the patient's limb is rested. A sensor 15 
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is mounted on the support such that the sensor is at least partially attached to the 
support, said sensor being adapted to communicate with the patient's limb for 
measuring a physiological parameter of the patient on the limb when the limb is 
supported by the support (see entire document, especially fig. 5; col. 3, lines 14-15 of 
David). David is silent as to how the electrode is attached to the substrate/support. 
However, Salem teaches EKG electrodes attached to a substrate or support by snap 
connectors (see entire document, especially fig. 4, col. 4, lines 1-5 of Salem) such that 
no adhesive is used. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of invention to use the connectors of Salem as those of David, since 
David teaches the electrode connected to the support, and Salem teaches an 
appropriate means for attaching such electrodes to a support. 

As to the language "during a procedure", the applicants should note that this is 
merely "intended use" language which cannot be relied upon to define. over the prior art, 
since David, as modified, teaches all of the claimed structural limitations and their 
recited relationships. The apparatus of David, as modified, is certainly capable of being 
used during a procedure as claimed. 

Regarding claim 4, the sensor is mounted on the support generally adjacent the 
surface so the sensor is adapted to communicate with a portion of the patient's limb in 
contact with the surface (see entire document, especially fig. 5 of David). 

Regarding claim 5, a restraint member 10 is provided, wherein the restraint 10 is 
capable of restraining movement of at least a portion of the patient's limb (see entire 
document, especially figs. 2 & 5 of David). 
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Regarding claim 6, the sensor is an electrocardiograph sensor (see entire 
document, especially col. 3, lines 14-15 of David). 

Response to Arguments 

Applicant's arguments filed 1 1/28/06 have been fully considered but they are not 
persuasive. 

With respect to claims 7, 8, 12-16, the applicant argues that David does not 
support the limb independent of the patient as required by the claim. However, as 
noted in the rejections under 35 U.S.C. 1 1 2 above, it is unclear how support of a portion 
a patient's limb can be independent of the patient, since it inherently involves the portion 
of the patient's limb. In view of the lack of clarity, the examiner has provided an 
interpretation of applicants' intent in the rejection set forth above. All claims bearing 
similar language have been interpreted accordingly. 

The applicant further states that the sling of David supports the limb from the 
patient's neck so the limb moves with the patient's neck and movement of the limb is 
not limited regardless of movement of other portions of the patient. Claim 7 states "a 
support for receiving at least a portion of the patient's limb thereon to support the limb 
independent of the patient to limit movement of the limb during the procedure 
regardless of movement of other portions of the patient", wherein the emphasis is added 
to show that the function of the support is merely "intended use" language, which cannot 
be relied upon to define over the prior art since David teaches all of the claimed 
structural limitations and their recited relationships. The apparatus of David is certainly 
capable of being used for receiving the limb in such a manner. For example, as set 
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forth in the rejection under 35 U.S.C. 102(b) above, the sling is certainly capable of 
being hung from something other than the patient's neck, wherein this alternate location 
of the sling fails to affect the ability of the apparatus as a whole to sense information 
from the limb of the patient and further provides support and limited movement 
regardless of movement of other portions of the patient, as claimed. 
Therefore, the rejection stands. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia C. Mallari whose telephone number is (571) 

272- 4729. The examiner can normally be reached on Monday-Friday 10:00 am-6:30 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Marmor, II can be reached on (571) 272-4730. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 



Application/Control Number: 10/807,745 



Page 1 1 



Art Unit: 3735 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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